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*;- CLASS WAIVER FOR PROPRIETARY USERS OF ENERGY RESEARCH
DESIGNATED USER FACILITIES (C)-91-005

This class waiver is intended to apply to private organizations,
using in a proprietary mode, certain designated user fa-cilities,
identified in the attached list (Attachment A hereto), for which
Energy Research (ER) is responsible. This list may be enlarged
or diminished from time to time as a-propriate by the Assistant
General Counsel for Intellectual Property upon advice from the
Director of ER. This class waiver i;s not intended to set a
precedent regarding proprietary use of Departmental facilities
which are under the cognizance of other DOE Secretarial Officers.
These designated user facilities, such as the National
Synchrotron Light Source (NSLS) at Brookhaven National Laboratory
and the proposed Advanced Photon Source (APS) under construction
at Argonne National Laboratory, are designated for research use
by other government entities, universities and industry. A
previous class waiver entitled "User Facilities Class Waiver" was
granted in 1983 for the general research use of such facilities.
Another class waiver entitled "Class Waiver of Government Rights
in Inventions Arising From the Use of DOE Facilities and Facility
Contractors by or for Third Party Sponsors" (Work for Ochers
waiver) was granted in 1982 for users of facilities, whether or
not designated, and/or facility contractor personnel, where the
user provLdes full cost recovery for a research program not of
interest to DOE.

These waivers, however, did not specifically deal with
"proprietary users" (i.e., users who fully fund their own
experiments and provide full cost recovery including depreciation
and added factor) of particular designated user facilities for
which ER is responsible. Under a typical proprietary user
agreement the user is given access tc a beam from a unique
radiation source which has been designated by ER as a user
facility. The research being performed is that of the user, not
the Department. Full cost recovery demonstrates the commitment
of the user to the technology which is the subject of the
research. As set forth in the prior waivers, these proprietary
user agreements do not take the form of a research contract,
cooperative agreement, or grant as these terms are used in the
Federal Grant and Cooperative Agreement Act of 1977. These
proprietary user agreements are not funding agreements because no
government funds are provided to the sponsor who in fact provides
the government full cost recovery.

These proprietary user agreements still fall within the gambit of
Section 9 of DOE's Federal Nonnuclear Energy Research and
Development Act of 1974, as they constitute a contract, grant,
agreement, understandir.g, or other arrangement, which includes
research. There is a similar provision of Section 152 of the
Atomic Energy Act. Both of these statutes are title taking
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.poprietary users, who are: the subject of this waiver, are not
using the personnel, expertise and scientific base of the
laboratory. As such, they do' not draw upon an existing research

..., base.:developed by the gover.nment , bu-; rather, use a machine that
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reduce'-h ' Governmen's ' share of e yearly operating cost f -he
Caci'lity. Th-is s in addition to the full cost recovery provided
for use cf the facility for a particular experiment.

'hes u..rpose:tfi this class waiver, as with the previous class
"- waive'r;s.:'t utilize the fiexib lit:y of the Atomic Energy and

.Nonnu¢;-iearcts, the. s:atutory.:intent' of subsequent laws and the
guidanceos, o the Presidential Memorandum on Government Patent
Policy. ofr1'983 in order to provide a balanced and equitable
patent policy that will continue to encourage the utilization of
DOE user facilities by proprietary u-:ers.

The foregoing considerations relatLnc to proprietary user
agreements justify the use of special intellectual property ter.s
and conditions in such agreements. There are no statutory or

:.% .,,: .:~:' %= ·... : . -.regul.atoryt requirements that user agreements include a government
license, -march-in rights or U.S. preference provisions for
subject inventions. Public Law 96-517 repealed the government
license and march-in rights specified. in Paragraph (h) of section
9 of P.L. 93-577. Public Law 98-620, directing the use of
government -license, march-in-rights, and U.S. preference
provisions, is limited to funding agreements. The Presidential
Memorandum on Government Patent Policy of February 18, 1983,
which made the policies of P.L. 96-517-applicable to all. oher
organizations to the extent.permitted by the law, also applies to
funding agreements. Proprietary user agreements between the
facility operator and user are not funding agreements.

Unless the Department or another agency of the U.S. Government
has provided direct funding to the user or the user is
participating in a project with others who are under direct
government funding, the research being performed by the user is
that of the user, and not the government. If the government has
provided direct funding to the user,- the terms of the agreement
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